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Art Unit: 2859 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1 are rejected under 35 U.S.C. 102(b) as being unpatentable over U.S. 5,494,735 
to Nitta. 

Nitta discloses a pennant (figures 3-5) having a first layer (the uppermost B) having a 
front surface on which a display design (the uppermost 9) occurs and a back surface, a second 
layer (the lowermost B) having a rear surface on which pennant information (the lowermost 9) 
occurs, the second layer having a front surface facing the back surface of the first layer, and a 
stiffener layer (A) disposed between the first and second layers, the stiffener layer being adhered 
via bonding to the first and second layers, the stiffener lay er bein g a woven po lyeste r (starting 
column 3, line 63). 



3. Claim 1 is rejected under 35 U.S.C. 102(b) as being unpatentable over U.S. 5,256,490 to 
Pierce. 
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Pierce discloses a pennant having a first layer (11) having a front surface on which a 
display design (i.e., a logo) occurs and a back surface, a second layer having a rear surface on 
which pennant information (i.e., the Olympic rings) occurs, the second layer (12) having a front 
surface facing the back surface of the first layer, and a stiffener layer (13-16) disposed between 
the first and second layers, the stiffener layer being adhered to the first and second layers, the 
first and second layers can include woven, knitted, and non-woven synthetic fibers, natural 
fibers, fabrics and paper (column 2, lines 4-11), the stiffening layer being polyester (column 
12-14, i.e., a film layer of PET), the decorative area being applied as a sublimation or a transfer 
(sublimation is a type of transfer), any indication on the back surface of the first layer being 
covered by the stiffener layer so as not to be discernable in the second layer visually, data fixed 
to the back surface, at least a first layer in the shape of the pennant. 

With respect to the stiffener layer: Pierce discloses that the stiffener layer is intended to be 
flexible in order to exhibit a "fly" quality. Pierce also discloses that this stiffener layer includes a 
polyester layer combined with a metal layer and that type of polyester, i.e., clear, white or black, 
and the thickness of the metal layer, i.e., aluminum, may be varied depending on the degree of 
opaqueness desired. Since the claim does not disclose the degree of stiffness, the stiffener layer, 
as disclosed by Pierce, meets the structural limitations in the claim. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Nitta in 
view of U.S. 5,256,490 to Pierce. 

Nitta teaches all that is claimed as discussed in the above rejections of claim 1 except for 
the limitations of claim 2. 

Pierce discloses a pennant having first and second layers that can include woven, knitted, 
and non- woven synthetic fibers, natural fibers, fabrics and paper (column 2, lines 4-11). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to replace the materials of the first and second layers, taught by Nitta, with the 
materials, as taught by Pierce, in order to provide pennants having different aesthetic appeal and 
appearances. 

With respect to the applicant's limitations of claim 2, i.e., the material being of polyester 
felt, wool, polyamide, wool blend, leather, cotton and silk, are considered equivalent to the 
materials disclosed by Pierce, since the materials claimed by applicant are subsets of the 
materials disclosed by Pierce. 

6. Claims 2, 3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce. 
Pierce teaches all that is claimed as discussed in the above rejections of claim 1 except 

for the limitations of claims 2, 3 and 13. 
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With respect to claims 2 and 3: Pierce discloses that the first and second layers can 
include woven, knitted, and non-woven synthetic fibers, natural fibers, fabrics and paper (column 
2, lines 4-1 1). The applicant's limitations of claims 2 and 3, i.e., the material being of polyester 
felt, wool, polyamide, wool blend, leather, cotton and silk, are considered equivalent to the 
materials disclosed by Pierce, since the materials claimed by applicant are subsets of the 
materials disclosed by Pierce. 

With respect to claims 3: Pierce discloses that the stiffening layer includes a polyester 
film of polyethylene terephthalate, i.e., Mylar which is a Dupont product, and discloses a variety 
of materials for the first layers which can include woven, knitted, and non- woven synthetic 
fibers, natural fibers, fabrics and paper. Furthermore, it is very well known that Dupont provides 
polyethylene terephthalate in a variety of forms, one of which is the film called Mylar, and 
another of which is called Dacron, a version of polyethylene terephthalate which is generally 
used in woven form. Each having particular strengths and weaknesses, Mylar's being, amongst 
others, air resistant, water resistant, very high flexibility, thermoplastic but very poor sheer 
resistance once torn or punctured. Dacron's being, amongst others, good flexibility, weaveable, 
very high sheer resistance (at least relative to Mylar), thermoplastic but poor air and water 
resistance. It would be obvious that the choice of materials for the stiffening layer as being 
merely manufacturing choices based on the preferences of the user or manufacturer. Therefore, 
it would have been obvious to one having ordinary skill in the art at the time of the invention to 
use a woven polyester as claimed with the stiffening layer, taught by Pierce, based on 
preferences of a user or manufacturer. In this case, if the user or manufacturer intends for the 
pennant to be hung rather than flown. 
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With respect to claim 13, i.e, the pennant having a V-shaped bifurcated apex with two 
projecting points: these shape is only considered to be an obvious modification of a shape of a 
pennant because the courts have held that a change in shape or configuration is within the level 
of skill in the art as the particular shape claimed by Applicant is nothing more than one of 
numerous shapes that a person having ordinary skill in the art will find obvious to provide, In re 
Dailey , 149 USPQ 47 (CCPA 1976), and since this shape is a well-known design for pennants. 

7. Claims 4-8 and 16-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pierce in view of U.S. 5,840,408 to Giansetto and U.S. 1,467,680 to Oda. 

Pierce teaches all that is claimed as discussed in the above rejections of claim 1 except for 
the at least one decorative area as a direct embroidery, an embroidered applique, the display 
being a photographic image on a patch and the patch [hereinafter applique] being embroidered 
around the periphery thereof to the first layer and stitching comprising embroidery around the 
applique, the display design being a photographic image on an applique and having a peripheral 
area with stitching, any indication on the back surface not being discernable in the second layer 
tactically, embroidery behind the first layer and the limitations of claim 20. 

Gi ansetto discloses that embroidery may be applied directly or as an applique fixed with an 
adhesive, that it can be printed, hand-made or computer controlled. Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to use direct embroidery, an 
embroidered applique, as taught by Giansetto, and to fix data on labels stitched or adhered, as 
suggested by Giansetto, to the pennant, taught by Pierce, in order to affix image and data directly 
to the pennant in order to personalize the pennant for a particular user. Furthermore, it would 
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have been obvious to use a computer, as taught by Giansetto, on the pennant, taught by Pierce, in 
order to apply the desired personalized image and data desired quickly, cheaply and with 
consistency. 

Oda discloses that a photographic image can be attached to a flag by means of a pocket 
wherein said attachment includes stitching around a periphery of the photographic image. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the image and the stitching around the periphery, as suggested by Oda, in order 
to convey a particular message such as the user's favorite team and player. 

With respect to claims 5 and 16, and the display being an photographic image being on an 
applique and embroidered around the periphery: It would be obvious to embroider a photograph 
image on an applique, taught by Pierce, as suggested by Giansetto and Oda, as being merely 
manufacturing choices based on the preferences of the user or manufacturer in order to 
personalize a pennant and convey a message desired by a user of the pennant, e.g., his favorite 
player or his pet dog. Therefore, it would have been obvious to one having ordinary skill in the 
art at the time of the invention to embroider a photograph image on the applique, as claimed, 
with the pennant, taught by Pierce as modified by Giansetto and Oda, based on preferences of a 
user or manufacturer to personalize the pennant. 

With respect the applique being embroidered around the perimeter to the pennant and 
wherein the stitching comprises the embroidery around the applique passing through the 
periphery: Giansetto discloses appliques being applied using adhesives. Oda discloses that 
stitching can be used to attach appliques, etc. Therefore, the use of a particular type of 
attachment means, i.e., embroidered, as claimed by Applicant, is considered to be nothing more 
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than the use of one of numerous and well known alternate types of attachment means that a 
person having ordinary skill in the art would have been able to provide using routine 
experimentation in order to attach an applique to a pennant as already suggested by Giansetto 
and by Oda. In this case in order to provide a ornamental and atheistically pleasing stitch which 
accents the contents of the applique. 

With respect to claim 6 and the stitching not being discernable tactically: It would be 
obvious with respect to the stitching not being discernable tactically as being merely 
manufacturing choices based on the preferences of the user or manufacturer. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to make the 
stitching undiscernible tactically as claimed with the pennant, taught by Pierce, based on 
preferences of a user or manufacturer. In this case, to provide the rear surface of the second 
layer with the pennant information such that the information, i.e., the Olympic logo, is 
atheistically and physically pleasing without imperfections being noticeable by sight or touch, 
i.e., quality construction. 

With respect to claim 20, i.e., wherein the applique has a size and shape that covers 
substantially the entire front surface of the first layer: the size and shape of the applique 
su bstanti ally cover ing the en tire front sur face, ab sent any criticality, is only considered to be an 
obvious modification of an applique because the courts have held that a change in shape or 
configuration, without any criticality, is within the level of skill in the art as the particular shape 
claimed by Applicant is nothing more than one of numerous shapes that a person having ordinary 
skill in the art will find obvious to provide. In re Dailey , 149 USPQ 47 (CCPA 1976). In this 
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case to provide the most noticeable and pleasing view to the potential buyer or the viewer that 
can fit on the substrate which in this case is the entire front surface. 

8. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce and Giansetto 
as applied to claims 4-8 and 16-20 above, and further in view of U.S. 6,082,774 to Schlauch. 

Pierce and Giansetto together teach all that is claimed as discussed in the above rejections 
of claims 4-8 and 16-20 except for the data including authenticity data and series data. 

Schlauch discloses that collector-targeted memorabilia includes authenticity data and series 
data in order to enhance the attractiveness of the memorabilia. Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to add the authenticity data 
and series data, as taught by Schlauch, to the pennant, taught by Pierce and Giansetto, in order to 
enhance the attractiveness of the pennant. 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce in view of 
U.S. D369,042 to Kinart. 

Pierce teaches all that is claimed as discussed in the above rejections of claim 1 except 
for the lim itat ions o f cl aim 1 0. 

Kinart discloses a triangular frame comprising a backing and three frame members 
(integrally formed), the three frame members comprising a base and two side members. 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to add the frame, as taught by Kinart, to the pennant, taught by Pierce, in order to 
display the pennant while protecting the pennant from the observers and the environment. 
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10. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce and 
Kinart, as applied to claim 10 above, and further in view of U.S. D267,686 to Dawson. 

Pierce and Kinart together teach all that is claimed as discussed in the above rejections of 
claim 10 except for the limitations of claim 11. 

With respect to the pennant being triangular with a base and two sides which define two 
base angles and an apex angle where joined: Official notice is taken with respect to the pennant 
being triangular with a base and two sides which define two base angles and an apex angle where 
joined since this is a very common shape used for pennants, as suggested by the triangular frame 
disclosed by Kinart for a pennant. 

Dawson discloses a triangular frame for a triangularly folded flag wherein the frame has 
three miter joints which are bifurcated relative to each of the angles of the triangular frame. 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the frame, taught by Pierce and Kinart, by adding frame members having 
miter joints which are bifurcated relative to the each of the triangular frame, as taught by 
Dawson, in order to provide an atheistically attractive frame and also since a bifurcated miter 
joint is commonly used on frame members of quality framing. 

With respect to the bifurcated angles of the frame extending at bifurcated angles of the 
pennant: the limitation regarding the bifurcated angles being equivalent is only considered to be 
the "optimum" values of the angles of the frame disclosed by Dawson, as stated above, that a 
person having ordinary skill in the art would have been able to determine using routine 
experimentation based, among other things, on providing a triangular frame which has 
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dimensions which are proportional to the triangular dimensions of the pennant which provides an 
atheistically attractive display. See In re Boesch , 205 USPQ 215 (CCPA 1980). 

1 1 . Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce, Kinart 
and Dawson, as applied to claim 1 1 above, and further in view of U.S. 4,879,145 to McLellan et 
al. 

Pierce, Kinart and Dawson together teach all that is claimed as discussed in the above 
rejection of claim 1 1 except for the backing being transparent. 

McLellan et al. discloses a triangular frame having a base and two sides, said frame also 
has a backing (26) which is transparent in order to view the contained flag from both sides, i.e, 
front and back. Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to make the backing, taught by Pierce, Kinart, Dawson, transparent, as 
taught by McLellan et al., in order to view the pennant from both sides. 

12. Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierce in view of 
D335,784 to Guilfoil, Sr. 

Pierce teaches all that is claimed as discussed in the above rejections of claim 1 except 
for the pennant in combination with a rectangular frame having a backing and four frame 
members. 

Guilfoil, Sr. discloses a flag in combination with a rectangular frame having a backing 
and four frame members. Therefore it would have been obvious to one of ordinary skill in the art 
at the time of the invention to add the frame with the features, as taught by Guilfoil, Sr., to the 
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pennant, taught by Pierce, in order to accent the pennant and to display that the pennant is 
important to the owner. 



Allowable Subject Matter 



13. Claim 15 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten to include all of the limitations of the base claim and any intervening 
claims. 

14. As allowable subject matter has been indicated, applicant's reply must either comply with 
all formal requirements or specifically traverse each requirement not complied with. See 37 
CFR 1.1 1 1(b) and MPEP § 707.07(a). 



Conclusion 



15. The prior art made of record and not relied upon is considered pertinent to Applicant's 
disclosure. The prior art cited in PTO-892 and not mentioned above disclose related pennants. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to R. Alexander Smith whose telephone number is 571-272-2251. 
The examiner can normally be reached on Monday through Friday from 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Diego F. Gutierrez can be reached on 571-272-2245. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




RAS 

July 26, 2004 



R. Alexander Smith 
Examiner 

Technology Center 2800 



